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DETAILED ACTION 



Response to Amendment 

1 . Applicant's amendment was received on 1 1/29/04, and has been entered and 
made of record. Currently, claims 1-25 are pending. 

Drawings 

2. Applicant's amendments to the drawings (Fig. 16) were received on 1 1/29/04. 
These drawings are acceptable and overcome the objection to Fig. 16, reference 
character "450", as cited in the previous Office Action. Therefore the objection is 
withdrawn. 

Specification 

3. Applicant's amendment to the specification received on 1 1/29/04 to insert the 
description of Fig. 2, element "120" and Fig. 16, element "440", has overcome the 
objection to the drawings cited in the previous Office Action dated 9/10/04. Therefore 
the objection is withdrawn. 
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Response to Arguments 

4. Applicant's arguments, see pages 10-11, filed 1 1 /29/04, with respect to the 
rejection(s)of claim(s) 1-3, 5-8, and 10 under 35 U.S.C. 103(a) have been fully 
considered and are persuasive. Therefore, the rejection has been withdrawn. 
However, upon further consideration, a new ground(s) of rejection is made in view of 
newly found prior art references. Particularly, the Examiner agrees that the "trimming" 
referred to in Yamamoto does not involve actual cutting of photographic paper. For at 
least this reason, and in view of newly found prior art, a new ground(s) for rejection is to 
follow. 

Applicant's arguments, see pages 11-12, filed 1 1/29/04, with respect to the 
rejection (s)of claim(s) 12, 13, 17, and 20 under 35 U.S.C. 103(a) have been fully 
considered and are persuasive. Therefore, the rejection has been withdrawn. 
However, upon further consideration, a new ground(s) of rejection is made in view of 
newly found prior art references. Particularly, the Examiner agrees that in Miyazaki the 
cutting instructions are predetermined by the user and that the barcode located on the 
cutting device is used to define the most appropriate cutter to cut the sheet, not to 
provide cutting instructions for the image. For at least these reasons, and in view of 
newly found prior art, a new ground(s) for rejection is to follow. 

Applicant's arguments, see page 12, filed 11/29/04, with respect to the 
rejection(s)of claim(s) 14-15 and 18-19 under 35 U.S.C. 103(a) have been fully 
considered and are persuasive. Therefore, the rejection has been withdrawn. 
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However, upon further consideration, a new ground(s) of rejection is made in view of . 
newly found prior art references. A new ground(s) for rejection is to follow. 

5. Objection to claims 4, 9, 1 1 , and 1 6 as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims is withdrawn in view of the 
newly discovered reference to U.S. Patent No. 6772661 to Mikkelsen et al. 



Claim Rejections - 35 (JSC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-25 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
U.S. Patent No. 6772661 to Mikkelsen et al. in view of U.S. Patent No. 5859920 to Daly 
et al. as cited in Information Disclosure Statement dated April 26, 2004. 

Regarding claim 1 t Mikkelsen discloses a method of printing an image on a sheet 
comprising providing digital image data representing a pictorial image to be printed on 
the sheet in hard copy form (see Fig. 2 and column 4 lines 6-9), providing information 
for cutting the sheet with the printed pictorial image (see column 2 lines 26-30 and 38- 
41, column 3 lines 10-25, column 4 lines 3-9, 14-22, and 31-37, and column 6 lines 45- 
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57), and employing the digital image data and the information for cutting the sheet to 
print the pictorial image on the sheet with cutting instructions being printed so as to be 
embedded in the printed pictorial image, the cutting instructions being dispersed within 
the pictorial image and not located at locations where cutting is to be made according to 
the cutting instructions (see Fig. 2, column 2 lines 26-30 and 38-41, column 3 lines 10- 
25, column 4 lines 3-9, 14-22, and 31-37, and column 6 lines 45-57). 

Mikkelsen does not disclose expressly the information for cutting the sheet being 
embedded as invisible cutting instructions. 

Daly discloses providing digital image data representing a pictorial image to be 
printed on the sheet in hard copy form (see column 5 lines 38-47) and embedding 
invisible digital information in a pictorial image to be printed (see column 5 lines 8-47). 

Regarding claim 12, Mikkelsen discloses an apparatus for printing an image 
comprising a processor of digital image data representing the pictorial image to be 
printed on a sheet in hard copy form (see column 2 lines 37-41 and column 4 lines 3-9), 
a processor for providing digital information for cutting the sheet with the printed pictorial 
image thereon (see column 3 lines 10-39 and 59-63, column 4 lines 14-22 and 31-37, 
and column 6 lines 45-57), a merging processor for merging the digital image data 
representing the pictorial image and the digital information for cutting the sheet, the 
digital information for cutting the sheet being encoded in a print of the pictorial image 
(see Fig. 2, column 3 lines 10-39 and 59-63, column 4 lines 14-22 and 31-37, and 
column 6 lines 45-57), and a printer responsive to the merged digital image data 
representing the pictorial image and the digital information for cutting the sheet for 
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printing the pictorial image and the cutting instructions, the cutting instructions being 
dispersed through the print and not being located at positions in the pictorial image 
where cuts are to be made according to the cutting instructions (see column 3 lines 10- 
44 and 59-63, column 4 lines 3-9, 14-22, and 31-37, and column 6 lines 43-45). 

Mikkelsen does not disclose expressly digital information encoded so as to be 
invisible in a print of a pictorial image and merging the invisible encoded information 
with the digital image to be printed. 

Daly discloses digital information encoded so as to be invisible in a print of a 
pictorial image and merging the invisible encoded information with the digital image to 
be printed (see column 5 lines 8-47). 

Regarding claim 13, Mikkelsen discloses forming a pictorial image having a 
visible border on a sheet in hard copy form (see Fig. 2) and forming cutting information 
within the pictorial image, the cutting information being present inward of the border of 
the pictorial image and the cutting information representing information for cutting the 
sheet at locations outward of the border (see column 3 lines 10-39 and 59-63, column 4 
lines 3-9 and 14-22, and column 6 lines 45-57). 

Mikkelsen does not disclose expressly forming invisible information within the 
pictorial image. 

Daly discloses expressly forming invisible information within the pictorial image 
(see column 5 lines 8-30). 

Regarding claim 21 , Mikkelsen discloses a method of printing an image on a 
sheet comprising providing digital image data representing a pictorial image to be 
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printed on the sheet in hard copy form, the digital image data further including coded 
information for cutting the sheet that is embedded within the pictorial image (see Fig. 2, 
column 4 lines 3-9, 14-22, and 31-37, and column 6 lines 45-57), and employing the 
digital image data with the information for cutting the sheet to print the pictorial image on 
the sheet with cutting instructions being printed so as to be embedded in the printed 
pictorial image, the cutting instructions being dispersed within the pictorial image and 
not located at locations where cutting is to be made according to the cutting instructions 
(see Fig.2, column 3 lines 59-63, column 4 lines 14-22 and 31-37, and column 6 lines 
45-57). 

Mikkelsen does not disclose expressly employing digital image data with 
information embedded with invisible instructions encoded within a pictorial image to be 
printed. 

Daly discloses employing digital image data with information embedded with 
invisible instructions encoded within a pictorial image to be printed (see column 5 lines 
8-47). 

Regarding claim 23, Mikkelsen discloses a method of printing an image on a 
sheet comprising printing a pictorial image that includes coded information within the 
printed image for cutting the sheet, and wherein the cutting information is dispersed 
within the pictorial image and not located at locations where cutting is to be made 
according to the cutting information (see Fig. 2, column 3 lines 59-63, column 4 lines 
14-22 and 31-37, and column 6 lines 45-57). 
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Mikkelsen does not disclose expressly printing a pictorial image that includes 
invisible coded information. 

Daly discloses printing a pictorial image that includes invisible coded information 
(see column 5 lines 8-47). 

Mikkelsen & Daly are combinable because they are from the same problem 
solving area, embedding information in printed images. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the invisible embedding of information within digital images of 
Daly with the system of Mikkelsen. 

The suggestion/motivation for doing so would have been to improve accuracy in 
cutting around graphic areas and increase speed and efficiency of cutting around 
graphic areas (see column 2 lines 22-59 of Mikkelsen). Also, the image is not easily 
corrupted by content of defects (see column 4 lines 6-10 or Daly). 

Therefore, it would have been obvious to combine Daly with Mikkelsen to obtain 
the invention as specified in claims 1, 12, 13, 21, and 23. 

Regarding claim 2, Mikkelsen and Daly disclose the system discussed in claim 1, 
and Mikkelsen further discloses wherein information for cutting is placed into digital form 
that is merged with processed digital image data representing the pictorial image to be 
printed (see column 4 lines 3-9, 14-22, and 31-37, and column 6 lines 45-57). Daly also 
discloses merging digital information with processed digital image data representing an 
image to be printed (see column 5 lines 8-47). 
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Regarding claim 3, Mikkelsen and Daly disclose the system discussed in claim 2, 
and Mikkelsen further discloses wherein the information for cutting represents data that 
defines a center of the pictorial mage and a representation of a geometric figure or 
figures that provide information relative to the locations of cutting points (see column 3 
lines 27-58, column 5 line 37-column 6 line 9, and column 6 line 65-column 7 line 27). 

Regarding claim 4, Mikkelsen and Daly disclose the system discussed in claim 3, 
and Mikkelsen further discloses wherein the representation of the geometric figure or 
figures falls within the pictorial image but defines locations of cutting points external to 
the pictorial image (see column 3 lines 59-63 and column 4 lines 14-22). 

Regarding claim 5, Mikkelsen and Daly disclose the system discussed in claim 1, 
and Mikkelsen further discloses a printed image formed on a sheet and including cutting 
instructions embedded as coded information in a pictorial image and formed by the 
method of claim 1 (see Fig. 2 and column 6 lines 45-57). Daly further discloses a 
printed image formed on a sheet and including invisible instructions embedded as 
coded information in a pictorial image and formed by the method of claim 1 (see column 
5 lines 8-47). 

Regarding claim 6, Mikkelsen and Daly disclose the system discussed in claim 3, 
and Mikkelsen further discloses a printed image formed on a sheet and including cutting 
instructions embedded as coded information in a pictorial image and formed by the 
method of claim 1 (see Fig. 2 and column 6 lines 45-57). Daly further discloses a 
printed image formed on a sheet and including invisible instructions embedded as 
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coded information in a pictorial image and formed by the method of claim 1 (see column 
5 lines 8-47). 

Regarding claim 7, Mikkelsen and Daly disclose the system discussed in claim 4, 
and Mikkelsen further discloses a printed image formed on a sheet and including cutting 
instructions embedded as coded information in a pictorial image and formed by the 
method of claim 1 (see Fig. 2 and column 6 lines 45-57). Daly further discloses a 
printed image formed on a sheet and including invisible instructions embedded as 
coded information in a pictorial image and formed by the method of claim 1 (see column 
5 lines 8-47). 

Regarding claim 8, Mikkelsen and Daly disclose the system discussed in claim 1, 
and Mikkelsen further discloses including sensing the embedded cutting instructions 
and automatically positioning the pictorial image relative to a cutting mechanism and 
cutting the sheet in accordance with the cutting instructions (see column 3 lines 10-25 
and 32-39, and column 6 line 33-column 7 line 36). Daly further discloses embedding 
invisible instructions (see column 5 lines 8-47). 

Regarding claim 9, Mikkelsen and Daly disclose the system discussed in claim 4, 
and Mikkelsen further discloses including performing a calculation relative to virtual 
displacements of points on the geometric figure from the center of the image and using 
that calculation to determine cutting locations outside of the pictorial image and cutting 
the sheet in accordance with the determined cutting locations (see Fig. 2, column 3 
lines 10-58, column 4 lines 3-9, 14-22, and 31-37, column 5 line 37-column 6 line 9, and 
column 6 line 65-column 7 line 44). 
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Regarding claim 10, Mikkelsen and Daly disclose the system discussed in claim 
1, and Mikkelsen further discloses wherein the information for cutting represents data 
that defines a center of the pictorial mage and a representation of a geometric figure or 
figures that provide information relative to the locations of cutting points (see column 3 
lines 27-58, column 5 line 37-column 6 line 9, and column 6 line 65-column 7 line 27). 

Regarding claim 1 1 , Mikkelsen and Daly disclose the system discussed in claim 
10, and Mikkelsen further discloses wherein the representation of the geometric figure 
or figures falls within the pictorial image but defines locations of cutting points external 
to the pictorial information (see column 3 lines 59-63 and column 4 lines 14-22). 

Regarding claim 20, Mikkelsen and Daly disclose the system discussed in claim 
1, and Mikkelsen further discloses a sheet including a plurality of printed images formed 
on the sheet and at least plural of the pictorial images including cutting instructions 
embedded as coded information in a respective pictorial image and formed by the 
method of claim 1 (see Fig. 2, column 3 lines 59-63, column 4 lines 14-22, and column 
6 lines 45-57). Daly further discloses pictorial images including invisible instructions 
embedded as coded information (see column 5 lines 8-47). 

Regarding claim 14, Mikkelsen and Daly disclose the system discussed in claim 

13, and Mikkelsen further discloses including automatically sensing the cutting 
information and cutting the sheet in accordance with the cutting instructions (see 
column 3 lines 10-25 and 32-39 and column 6 line 33-column 7 line 36). 

Regarding claim 15, Mikkelsen and Daly disclose the system discussed in claim 

14, and Mikkelsen further discloses wherein the cutting instructions define a center of 
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the pictorial image and a virtual representation of a geometric figure (see column 3 lines 
10-39, column 5 line 37-column 6 line 9, and column 7 lines 8-44). 

Regarding claim 16, Mikkelsen and Daly disclose the system discussed in claim 
15, and Mikkelsen further discloses wherein the cutting instructions define virtual 
representations of plural geometric figures and calculations are made using such 
instructions to define locations outward of the border (see Fig. 2, column 3 lines 59-63, 
column 4 lines 14-22, column 6 lines 45-57, and column 7 lines 37-44). 

Regarding claim 17, Mikkelsen and Daly disclose the system discussed in claim 
13, and Mikkelsen further discloses wherein plural pictorial images are formed on the 
sheet in hard copy form and at least plural of the pictorial images have respective 
cutting information formed within the respective pictorial image (see Fig. 2, column 3 
lines 59-63, and column 6 lines 45-57). Daly further discloses invisible information 
formed within the pictorial image (see column 5 lines 8-47). 

Regarding claim 18, Mikkelsen and Daly disclose the system discussed in claim 

17, and Mikkelsen further discloses a sheet including a plurality of printed images 
formed on the sheet and at least plural of the pictorial images include cutting 
instructions embedded as coded information in a respective pictorial image and formed 
by the method of claim 17 (see Fig. 2, column 3 lines 59-63, and column 6 lines 45-57). 
Daly further discloses printed images formed on a sheet including invisible instructions 
embedded as coded information (see column 5 lines 8-47). 

Regarding claim 19, Mikkelsen and Daly disclose the system discussed in claim 

18, and Mikkelsen further discloses wherein the cutting instructions are dispersed within 
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the respective pictorial image and not located at locations where cutting is to be made 
according to the cutting instructions (see column 4 lines 14-22). Daly further discloses 
invisible instructions dispersed within the pictorial image (see column 5 lines 8-47). 

Regarding claim 22, Mikkelsen and Daly disclose the system discussed in claim 
13, and Mikkelsen further discloses including the step of forming cuts in the sheet in 
accordance with the cutting instructions (see column 6 line 33-column 7 line 44). 

Regarding claim 24, Mikkelsen and Daly disclose the system discussed in claim 
23, and Mikkelsen further discloses a printed image formed on a sheet and including 
cutting information embedded as coded information in a pictorial image and formed by 
the method of claim 23 (see Fig. 2 and column 6 lines 45-57). Daly further discloses a 
printed image formed on a sheet including invisible information embedded as coded 
information (see column 5 lines 8-47). 

Regarding claim 25, Mikkelsen and Daly disclose the system discussed in claim 
23, and Mikkelsen further discloses including the step of forming cuts in the sheet in 
accordance with the cutting information (see column 6 line 33-column 7 line 44). 

Mikkelsen & Daly are combinable because they are from the same problem 
solving area, embedding information in printed images. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the invisible embedding of information in digital images of Daly 
with the system of Mikkelsen. 

The suggestion/motivation for doing so would have been to improve accuracy in 
cutting around graphic areas and increase speed and efficiency of cutting around 
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graphic areas (see column 2 lines 22-59 of Mikkelsen). Also, the image is not easily 
corrupted by content of defects (see column 4 lines 6-10 or Daly). 

Therefore, it would have been obvious to combine Daly with Mikkelsen to obtain 
the invention as specified in claims 2-11, 14-20, 22, and 24-25. 



Conclusion 



7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. To further show state of the art refer to U.S. Patent numbers 
4694354 (Tanaka et al.) and 6499403 (Laulanet). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mark R. Milia whose telephone number is (703) 305- 
1900. The examiner can normally be reached M-F 8:00am-4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward Coles can be reached at (703) 305-4712. The fax number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Mark R. Milia 
Examiner 
Art Unit 2622 
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